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STATUS OF THE APPLICATION 

1 . This Office action is in response to tine Amendment and Remarl<s filed 9 January 
2008. 

2. Those objections or rejections not specifically addressed in this Office action are 

withdrawn in view of Applicants' amendments to the claims. 

3. The instant Examiner withdraws the objection of record to claims 9 and 21 in 
view of Applicants' response. 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Election/Restrictions 

5. Claims 15, 16, 18, 19 and 29-33 remain withdrawn from further consideration 
pursuant to 37 CFR 1 .142(b), as being drawn to a nonelected invention, there being no 
allowable generic or linking claim. Applicant timely traversed the restriction (election) 
requirement in the reply filed on 16 March 2997. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1, 2, 4-14 and 20-28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cade et al (PGPPUB US-2004/01 54051 , published 5 August 2004, 
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filed 12 March 2004) in view of Sato, S., (2000) DNA Res. 7 (2), 131-135 and in further 
view of Cade et al (U.S. Patent 6,706,942, filed 8 December 2000). 

The teachings of Cade et al (2004) and Sato (2000) can be found in the previous 
Office action. 

Cade et al (2000) teach an isolated nucleic acid comprising a genomic copy of 
Nil 6 (claim 4-1) containing 3.1 kb of sequence upstream of NI16 and the coding region 
of Nil 6 at column 17, Example 3. Cade et al (2000) teach 5' upstream sequence of the 
Nil 6 gene at SEQ ID NO: 3 (see column 18, 1®' paragraph) comprising nucleotides 390- 
1225 of instant SEQ ID NO: 2, and that SEQ ID NO: 3 comprises a salicylic acid 
responsive element at nucleotides 646-665. Cade et al (2000) teach that the Nil 6 gene 
is induced by salicylic acid at column 17, Example 2. 

The difference between the instant claims and the teachings of the prior art is the 
explicit teaching of instant SEQ ID NO: 2, or a recombinant nucleic acid containing a 
transgene and a first nucleic acid sequence containing SEQ ID NO: 2. 

Cade et al (2004) teaches that the promoter of SEQ ID NO: 24 (comprising 
nucleotides 290-1226 of instant SEQ ID NO: 2) is inducible by salicylic acid at Tables 4 
and 5 on page 22. 

Given the fact that Sato had taught a recombinant nucleic acid containing instant 
SEQ ID NO: 2, and Cade et al (2004) had taught a 962 bp fragment having inducible 
promoter activity, it would have been prima face obvious to one of ordinary skill in the 
instant art to modify the teachings of Cade et al (2004) to use a larger 5' region. Given 
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the success of Cade et al (2004), one of ordinary sl^ill in tlie instant art would have had 
a reasonable expectation of success in making the instantly claimed invention. 

Applicants argue that Cade provides genomic sequences but, as discussed for 
Sato above. Cade fails to disclose a nucleic acid containing at least a first nucleotide 
sequence containing SEQ. ID. No. 2 being operably linked to at least a second 
nucleotide sequence containing a transgene as defined in present claim 1 . Applicants 
argue that Cade merely discloses nucleotide sequences obtained by sequencing 
fragments of the genome o1 Arabidopsis thaliana, but not a nucleic acid containing a 
transgene. Applicants argue that since Cade fails to teach, even inherently, every 
limitation of the instant claims. Cade does not anticipate the claims. Applicants argue 
that since Cade fails to disclose or suggest the function of SEQ ID NO: 2 as a promoter 
and fails to disclose or suggest the superior properties of SEQ ID NO: 2 for use as a 
regulatory sequence to drive the expression of a transgene, as discussed above for 
Sato, Cade also cannot render the claims obvious (page 13 of the Remarks). These 
arguments are not found to be persuasive for the reasons outlined above. Cade had 
taught that a fragment of SEQ ID NO: 2 was a salicylic acid inducible promoter. Cade 
also had taught a chimeric gene comprising said promoter operably lined to a coding 
sequence of interest, a vector comprising said chimeric gene and a transgenic plant 
host cell comprising said chimeric gene at claims 16-21 (Cade 2004). 

Conclusion 

8. No claims are allowed. 

9. This Office action is non-final in view of the new grounds of rejection. 
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1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David H. Kruse, Ph.D. whose telephone number is (571) 
272-0799. The examiner can normally be reached on Monday to Friday from 8:00 a.m. 
to 4:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached at (571) 272-0975. The central FAX 
number for official correspondence is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group Receptionist whose telephone number is 
(571)272-1600. 



/David H Kruse/ 

Primary Examiner, Art Unit 1638 
23 September 2008 



